
    

 
 

 
 
 
 

UNITED STATES DISTRICT COURT 

DISTRICT OF MASSACHUSETTS 
 
DONALD THOMAS SCHOLZ, 

 
Plaintiff and Defendant-in-Counterclaim, 

 

v. 

 
BARRY GOUDREAU, 

 
Defendant and Plaintiff-in-Counterclaim. 

Civil Action No. 1:13-cv-10951-DJC 

 

 
 

MEMORANDUM OF LAW IN SUPPORT OF DEFENDANT BARRY GOUDREAU’S 

MOTION FOR COSTS AND ATTORNEY’S FEES PURSUANT TO 15 U.S.C. § 1117(a)

Pursuant to the Court’s order (D. 269), defendant BARRY GOUDREAU (“Goudreau”) 

hereby submits his memorandum of law in support of the above-referenced motion as prevailing 

party on the Lanham Act claims of plaintiff DONALD THOMAS SCHOLZ (“Scholz”).  

I. INTRODUCTION 

 This case was never about violation of the Lanham Act.  To say otherwise constitutes a 

failure in honesty to the Court.  Putting it bluntly, Scholz’s Lanham Act claims were a sham. 

 The Court disposed of most of those bogus claims on summary judgment, finding a 

complete lack of evidence.  As for the remaining “indirect” infringement claims, ginned up in 

an amended pleading, there was never any consumer confusion, or even the remotest likelihood 

of such, in referring to Goudreau’s past participation (whether as “former” or “original” 

member) in the band BOSTON.  There was never any harm to Scholz or his trademarks in 

doing so. The parties’ goods and services weren’t in competition, and were never likely to be. 

 Lanham Act cases are difficult and complex.  That Act has a fee-shifting provision for 

“exceptional” cases.  The Supreme Court has recently provided guidance to the lower courts on 

how and when that provision should apply.  That guidance points to a fee award here. 

 The Court has the power and the duty under the Lanham Act to make Barry Goudreau 

whole in his defense of these utterly groundless claims.  For the following reasons, it should act 

to make him so. 
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II.  RELEVANT FACTUAL AND PROCEDURAL HISTORY 

  A. Facts Adduced at Trial 

 The jury heard the following evidence at trial (the time period summarized here is 

illustrated in a “chalk” used by Goudreau at trial, see Buck Decl. at ¶ 4 & Ex. A):  The parties’ 

relationship began in 1969.  The two became friends and colleagues.  Their professional 

collaboration continued off-and-on until 1981, when Goudreau left the band BOSTON. 

 The members of that band – Scholz and Goudreau, together with lead singer Brad Delp, 

drummer Sib Hashian and bass guitarist Fran Sheehan – signed an agreement relating to 

Goudreau’s departure from BOSTON in 1983.  Tr. Ex. 8.  At the time of that agreement, all five 

signatories were equal partners in the BOSTON partnership and equal owners of the BOSTON 

touring entity.  Id.  All five appeared on the first two BOSTON albums, sharing equally in all 

record royalties derived from those albums from inception, and all participated in the first two 

BOSTON tours in support of those albums. 

 From that time forward, until Brad Delp’s death in 2007, the parties lived in peace.  

Scholz enjoyed continued success with the band BOSTON.  Goudreau went on to other pursuits.  

These included, beginning in early 2006, as lead guitarist and songwriter in the band ERNIE 

AND THE AUTOMATICS (“EATA”), founded, owned and operated by Ernie Boch, Jr.   

 EATA played a few hundred live performances between 2006 and 2011.  Most were for 

free – the band had a regular gig at Dante’s at Firefly’s in Marlborough, which paid in beer and 

ribs – or were fundraisers for charity.  EATA released one album, “Low Expectations,” in Feb. 

2009.  That album met those expectations, selling less than 1,000 copies.  A “pop-up” music 

video created by a third-party (Tr. Ex. 57), which emerged in the final hour before trial (D. 243), 

garnered about 700 views.  Boch disbanded EATA in Sept. 2011.  It has not played or recorded 

since then. 

 Between his record royalties on the first two BOSTON albums and his live performance 

income, Goudreau earns on average less than $80,000 a year.  Goudreau is 64 years old.  The 

defense of this lawsuit has “seriously depleted” his retirement savings. 

 Scholz’s last BOSTON tour netted over $5 million. 
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  B.  Scholz’s History as Serial Litigant 

 Public records research discloses that since approximately 1986, Scholz has initiated at 

least 15 separate lawsuits in multiple jurisdictions in both the state and federal courts.  See Buck 

Decl. at ¶ 5 & Ex. B.  Every case but two, including this one, resolved via voluntary dismissal 

before a determination on the merits.  Id.  Of those lawsuits, Scholz commenced almost half 

(seven) following the March 2007 suicide of Brad Delp. 

   1. Scholz’s Lawsuits Related to the Coverage of Brad Delp’s Death 

 Reporting in the Boston Herald suggested that pressure from Scholz to continue 

participating in BOSTON as well as an ongoing “dysfunctional” personal and professional 

relationship between the two led to Delp’s suicide.  Id. at ¶ 6 & Ex. C. That same coverage also 

reported on friction between Scholz and the Delp family.  (As he testified at trial, Goudreau is 

related to Delp by marriage.)  The Herald reported that the Delp family did not invite Scholz to 

Delp’s funeral service.  Id.  National media picked up on the Herald’s reporting and has 

continued to cover the subject.  Id. at ¶ 7 & Ex. D. 

 Scholz responded to this news reporting by suing those he believed responsible for it.  

(Scholz’s website and other public statements reveal a particular/peculiar concern with his public 

persona in relation to the band BOSTON.  Id. at ¶ 8 & Ex. E.  Scholz’s testimony at trial 

confirmed this.)  The first lawsuit was against sisters Micki Delp and Connie Goudreau (Barry 

Goudreau’s wife) – women whom Scholz later referred to under oath as “psychotic.”  D. 96, at 

¶ 95.  That lawsuit was followed by lawsuits against a fan who commented on the controversy 

and, last, the Boston Herald and its reporters. 

 The state court eventually related and consolidated Scholz’s various defamation lawsuits 

and, after several years of litigation, the Boston Herald scored an important First Amendment 

victory when the Massachusetts Supreme Judicial Court affirmed the widely-reported dismissal 

of those lawsuits (see Buck Decl. at ¶ 9 & Ex. F), concluding that the contents of the articles in 

question constituted nonactionable opinion.  Scholz v. Delp, 473 Mass. 242 (2015), cert. denied, 

___ U.S. ___, 136 S. Ct. 2411 (June 6, 2016).  The court subsequently ordered Scholz to pay 

more than $170,000 in costs.  See Buck Decl. at ¶ 10 & Ex. G. 

Case 1:13-cv-10951-DJC   Document 275   Filed 12/15/16   Page 3 of 22



 

   

4 
 

 All of these lawsuits, including those against Goudreau (four in total, three filed) and 

against Francis and Anthony Migliaccio (collectively, “Migliaccio”) for trademark infringement 

(see id. at ¶ 5 & Ex. B), had a symbiotic relationship.  For example, before suing Goudreau in the 

present lawsuit, Scholz sought settlement concessions from Goudreau in Scholz’s case against 

Goudreau’s wife; these included a proposed sworn affidavit containing a promise that Goudreau 

would no longer refer to himself as a member of Delp’s family.  D. 96, at ¶¶ 96-97.  Scholz also 

directed discovery he conducted in the present case at issues related to his defamation lawsuit(s), 

including to both the Boston Herald reporters and its attorneys.  Id. at ¶¶ 114-20.   

 On their face, all seven of these lawsuits including the one here had as their collective 

aim suppressing speech and controlling a media narrative that Scholz was unhappy with.  In the 

aggregate, they demonstrate that Tom Scholz is a well-heeled serial litigant and a proven enemy 

of free speech. 

   2.  Scholz’s Trademark Infringement Lawsuits 

 Scholz launched his two trademark infringement cases at two different times in two 

different federal courts.  The first came in April 2013 in this District against Goudreau.  D. 1.   

That case received wide news media attention.  See Buck Decl. at ¶ 11 & Ex. H.  The second 

came in July 2013 in the Western District of Washington against Migliaccio.  D. 100-20.   

 As reflected in the respective complaints, the allegations of these two lawsuits mirrored 

one another.  Both concerned the use of the BOSTON word and logo marks by a “former” band 

member.  Both raised the same claims under the Lanham Act.  The two lawsuits also overlapped 

factually in that they both raised the post-BOSTON participation by Goudreau and Migliaccio in 

the WORLD CLASSIC ROCKERS. 

 Scholz coupled his complaint against Migliaccio with a motion for preliminary 

injunction; in Aug. 2013, that court denied that motion, finding that Migliaccio “made a showing 

the nominative fair use defense may apply to [] use of the BOSTON marks” (in effect, a free 

speech defense) and that Scholz “failed to meet his burden to show he is likely to succeed on the 

merits.”  Scholz v. Migliaccio, Case No. C13-1229-JLR, 2013 WL 4482077, at *4 (W.D. Wash. 

Aug. 20, 2013).  Scholz dismissed his case against Migliaccio less than a year later. 
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  C.  This Litigation 

 Notwithstanding the foregoing, Scholz continued to prosecute his case against Goudreau.  

He conducted wide-ranging and largely unfettered discovery, including on third-parties like the 

Boston Herald reporters and its attorneys, having no connection whatsoever to the alleged acts of 

trademark infringement.  D. 96, at ¶¶ 114-18.  Just before he dismissed his case against 

Migliaccio in June 2014, and over Goudreau’s opposition (D. 35), the Court permitted Scholz to 

amend his complaint (D. 41) to add claims of contributory and vicarious trademark infringement 

also arising under the Lanham Act (D. 43).  The parties engaged in substantial motion practice, 

leading to cross-motions for summary judgment in early 2015. 

 The Court ruled on those motions in Sept. 2015.  D. 113.  Among other things, the Court 

ruled in Goudreau’s favor on every claim of direct trademark infringement, and every claim but 

one (relating to EATA) of indirect trademark infringement, arising under the Lanham Act as a 

matter of law, finding a lack of evidence.  Out of his 13 counts, Scholz was left with his two 

amended counts for contributory and vicarious trademark infringement relating to EATA, 

together with a derivative state law claim for breach of the implied covenant. 

 Soon thereafter, the Court set the matter for trial.  D. 140.  Goudreau’s counsel moved to 

withdraw (D. 169); Attorney Tarlow replaced him (D. 185).  Scholz responded to this 

development with his first, and only, written settlement demand to Goudreau’s trial counsel 

made before trial (another one came shortly after trial).  See Tarlow at ¶¶ 23, 24 & Exs. B, C.  

Both settlement demands contained terms reaching far beyond the issues in this case.  For 

example, the post-trial settlement demand included a range of “public and private statement 

provisions” intended to govern Goudreau’s speech on matters having nothing whatsoever to do 

with use of the “Boston” logo or word marks.  Id. 

 The Court held a final pretrial conference on Sept. 8th.  D. 219.  It presided over a jury 

trial from Oct. 24th to Nov. 1st, when the jury returned its verdict against Scholz on the remaining 

trademark infringement and derivative claims, finding no likelihood of confusion.  D. 263.  

Scholz was not present in court when the clerk read the jury verdict. 
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II.  LEGAL STANDARD 

  Under 15 U.S.C. § 1117(a), a court may award attorney’s fees to a prevailing party in an 

“exceptional” trademark case.  This statute applies no less to a prevailing defendant than it does 

to a prevailing plaintiff.  Ji v. Bose, 626 F.3d 116, 129 (1st Cir. 2010). 

  The First Circuit has yet to decide the applicable standard for determining “exceptional 

cases” where a defendant prevails in a trademark infringement case.  Id.  In Ji, the First Circuit 

assumed, without deciding, that the district court’s “something less than bad faith such as a 

plaintiff’s use of groundless arguments, failure to cite controlling law and generally oppressive 

nature of the case” constituted the appropriate standard.  Id. (internal citations and punctuation 

omitted).  Cf. Empire Today v. National Floors Direct, 788 F. Supp. 2d 7, 31-32 (D. Mass. 

2011) (applying Ji standard but requiring prevailing defendant to demonstrate right to fees by 

“clear and convincing” evidence).  

  Both Ji and Empire Today came before the United States Supreme Court decided Octane 

Fitness v. ICON Health & Fitness, ___ U.S. ___, 134 S. Ct. 1749 (2014), however.  Although a 

patent infringement case arising under the Patent Act, a majority of circuit courts have since 

adopted and applied its holding to trademark infringement cases arising under the Lanham Act.  

Sun Earth v. Sun Earth Solar Power, 839 F.3d 1179, 1180-81 (9th Cir. Oct. 24, 2016) (en banc 

and per curiam; collecting cases and joining Third, Fourth, Fifth and Sixth Circuits in adopting 

and applying Octane Fitness holding to § 1117(a) of Lanham Act). 

  In Octane Fitness, a prevailing defendant case, the Supreme Court did two important 

things for present purposes.  First, it rejected an “unduly rigid” framework for an award of fees 

to a prevailing party under the Patent Act, holding that “an ‘exceptional’ case is simply one that 

stands out from others with respect to the substantive strength of a party’s litigating position 

(considering both the governing law and the facts of the case) or the unreasonable manner in 

which the case was litigated.”  Octane Fitness, 134 S. Ct. at 1755-56.  Second, it rejected the 

“clear and convincing” standard of proof adopted by Judge Tauro in Empire Today in favor of a 

“preponderance of the evidence” standard, to be weighed on a case-by-case basis by the district 

court “considering the totality of the circumstances” of the case before it.  Id. at 1758. 
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  In assessing those circumstances, the Supreme Court instructed the lower courts that “as 

in the comparable context of the Copyright Act, there is no precise rule or formula for making 

these determinations, but instead equitable discretion should be exercised in light of the 

considerations we have identified.”  Id. at 1756.  Those considerations consisted of the same four 

non-exclusive, non-exhaustive factors courts examine under the Copyright Act in deciding 

whether to award fees:  (1) frivolousness; (2) motivation; (3) objective reasonableness both in 

the factual and legal components of the case; and (4) the need in particular circumstances to 

advance considerations of compensation and deterrence.  Id. at 1756 & n.6.  

  The Supreme Court provided further guidance on the application of these factors in 

Kirtsaeng v. Wiley & Sons, ___ U.S. ___, 136 S. Ct. 1979 (June 16, 2016).  Albeit in the 

copyright law context, the Court cautioned the lower courts that “discretion,” like that the Court 

enjoys here, “is rarely without limits” and must “be guided by sound legal principles.”  Id. at 

1985-86.  In exercising such discretion over a request made under a fee-shifting provision of 

federal statutory law, the Supreme Court instructed the lower courts to be mindful of “the large 

objectives of the relevant Act.”  Id. at 1986.  In sum, the Court held, no one of the four factors is 

dispositive under the Copyright Act; rather, “courts must view all the circumstances of a case on 

their own terms, in light of the Copyright Act’s essential goals.”  Id. at 1989. 

  As seen below, the facts and circumstances of this case strongly support an award under 

§ 1117(a) of the Lanham Act, especially in light of that Act’s essential goals. 

III.  ARGUMENT 

  A. Goudreau Prevailed on All of Scholz’s Lanham Act Claims 

  Goudreau prevailed as a matter of law on summary judgment on every claim of direct 

trademark infringement, and every claim of indirect trademark infringement but one, against 

him.  Goudreau prevailed at trial on the remaining claim of indirect (contributory and vicarious) 

trademark infringement against him relating to EATA on the first and core question in any 

Lanham Act case: likelihood of confusion.  Accordingly, Goudreau is the prevailing party for 

purposes of § 1117(a) of the Lanham Act.  Ji v. Bose, 647 F. Supp. 2d 80, 84 (D. Mass. 2009) 

(assuming, without deciding, that defendant who won summary judgment on Lanham Act claim 
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was prevailing party for Lanham Act fee award even though plaintiff won on related state 

statutory right of publicity claim at trial), aff’d, 626 F.3d 116 (1st Cir. 2010). 

  B.  Scholz’s Failure in his Lanham Act Case Warrants a Fee Award 

 “The purpose of trademark laws is to prevent the use of the same or similar marks in a 

way that confuses the public about the actual source of the goods or service.”  Green v. Abion, 

794 F.3d 133, 144 (1st Cir. 2015).  “The law of unfair competition has its roots in the common-

law tort of deceit: its general concern is with protecting consumers from confusion as to source. 

While that concern may result in the creation of ‘quasi-property rights’ in communicative 

symbols, the focus is on the protection of consumers, not the protection of producers as an 

incentive to product innovation.”  Bonito Boats v. Thunder Craft Boats, 489 U.S. 141, 157 

(1989) (emphasis in original). 

 The “dispositive legal issue” in any Lanham Act case is “customer confusion.”  WCVB-

TV v. Boston Athletic Ass’n, 926 F.2d 42, 44 (1st Cir. 1991) (Breyer, J.).  The Lanham Act does 

not give the trademark owner any “property right” in his mark against a user of that mark other 

than “the right to prevent confusion.”  Id. at 45.  Moreover, that right is cabined by the free 

speech rights of the trademark user as embodied in the fair use doctrine.  Swarovski v. Bldg. No. 

19, 704 F.3d 44, 49-50 (1st Cir. 2013); L.L. Bean v. Drake Publishers, 811 F.2d 26, 31-33 (1st 

Cir. 1987). 

 Obviously, the Court did not have before it here the common, garden-variety type of 

confusion that might arise with typical trademark infringement or, for that matter, anything even 

remotely approaching that.  WCVB-TV, 926 F.2d at 44-45.  To paraphrase Judge (now Justice) 

Breyer writing in WCVB-TV, this case was assuredly not a “heartland trademark” one, where for 

example, plaintiff uses the words “Tall Tom” to name some anodyne product, defendant uses the 

same or similar words to name the same product (say apple juice), and plaintiff says customers 

will confuse defendant’s apple juice with his own.  Id.  To take just one example among many, 

Scholz’s case arose in the context of creative expression where the goods and services are by 

definition unique (see Tr. Ex. 1, at ¶ 12.04) – indeed, as predicted (D. 236, at 3), Scholz’s trial 

testimony was precisely to that effect. 
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 Rather, Scholz’s efforts in his non-existent Lanham Act case perverted the Lanham Act’s 

essential goals.  Taken together with his other court filings following Brad Delp’s death, those 

efforts acted to suppress lawful speech and creative expression.  They served to raise the stakes 

in what was at most a simple contract dispute.  They prolonged this litigation.  And, as revealed 

in his settlement demands to Goudreau, by raising those stakes and prolonging this case, those 

claims were calculated to improve the odds of extracting concessions on collateral matters 

having nothing whatsoever to do with the issues in litigation in this case. 

   1.  Scholz’s Lanham Act Claims were Frivolous 

  Frivolousness generally connotes a lack of evidence in support of a legal claim.   

Broadcast Music v. C.B.G., No. 11-CV-40142-FDS, 2014 WL 4656879, at *2 (D. Mass. Sept. 

12, 2014) (when evidence of copyright infringement is uncontroverted and defenses were 

unreasonable, but imaginative, defense was frivolous); Fink v. United States, No. 84-109-D, 

1984 WL 3062, at *9 (D.N.H. July 10, 1984) (“lack of evidence at this juncture of these 

proceedings convinces us more than ever of the total frivolity of plaintiff’s claim”).  On the 

overwhelming majority of Scholz’s counts and claims in his operative amended pleading 

(hereinafter, the “FAC”), the Court found a complete lack of evidence on summary judgment, 

using words to that precise effect throughout its decision to dispose of multiple groundless 

federal and state trademark infringement and dilution claims as a matter of law.  D. 113, at 7-15.   

  Scholz’s lack of evidence lead the Court to exonerate Goudreau of every claim of direct 

trademark infringement, and every claim but one (relating to EATA) of indirect trademark 

infringement, made against him.  As the Court repeatedly noted, Scholz’s summary judgment 

submission did nothing to clarify matters.  See, e.g., D. 113, at 13-14 & 18-19.  Like the 

contentions contained in the pleadings before it, that submission deliberately obscured this lack 

of evidence.  Cf. Mag Jewelry v. Cherokee, 496 F.3d 108, 124 (1st Cir. 2007) (when plaintiff 

“must have known early on that its [copyright] infringement claim was tenuous, yet it managed 

to prolong the litigation by obscuring the clarity of the underlying facts,” district court abused 

discretion by not awarding fees to prevailing defendant). 

  This gambit continued through trial: 
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 The FAC (at paragraphs 16 & 17) identifies and prominently features the famous 

“Boston” logo mark as its first graphic.  It then goes on (at paragraphs 27, et seq.) 

to allege multiple violations by Goudreau in his use of the “BOSTON marks,” a 

collective definition which included both the logo and the “Boston” word mark.  

In fact, Scholz’s entire case came down to the nominative use of the word mark 

only – and he never once considered or briefed, and therefore failed to cite 

controlling law on, the issue of fair use of that mark.  See, e.g., D. 214.  This was 

so even though that issue was dispositive at the preliminary injunction stage of the 

Migliaccio case.  Migliaccio, 2013 WL 4482077, at *4.  The intentional 

conflating of the use of the logo and word marks continued at trial via his 

damages expert, Mr. Scally, who made no distinction between the two marks in 

either his report or testimony on Goudreau’s supposed profit derived from his 

allegedly infringing activities.  D. 142, at ¶ 5 & Ex. A. 

 The FAC (at paragraph 21) also identifies and prominently features the supposed 

common law marks “Just Another Band Out of Boston,” etc., that Scholz claims 

rights in.  It then goes on (at paragraphs 27, et seq.) to allege multiple violations 

by Goudreau in his use of those marks.  Scholz pressed these claims at the final 

pretrial conference (Tr. [D. 224], at 37:17-24) and continued to promote them 

throughout trial in his queries to witnesses.  This was a deliberate head-fake.  

Scholz failed to adduce one scintilla of evidence that Goudreau or anyone 

associated with him had ever used these common law marks in any manner 

whatsoever, let alone in any unlawful manner. 

 The FAC (at paragraph 31) speaks of “advertisements [for EATA] broadcast on 

radio [and] television” using the “Boston” marks.  Scholz continued to promote 

these allegations throughout trial, including in his closing argument.  However, 

Scholz failed to adduce one scintilla of evidence that any radio or television 

advertisement was ever broadcast using anything (music, marks, whatever) 

BOSTON-related. 
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 The FAC (at paragraph 37) contends that Goudreau’s “repeated misuse” of these 

statutory and common law marks “caused consumers to believe they have paid for 

and attended a true BOSTON concert experience or BOSTON reunion concert, 

when in fact they have not.”  This “counterfeit” theory – that EATA was 

deliberately palming itself off as BOSTON – became Scholz’s case at trial.  

Again, Scholz failed to adduce one scintilla of evidence of any confusion among 

consumers between EATA and BOSTON.  The very notion that a reasonable 

consumer would ever come to believe that EATA was BOSTON was laughable – 

which explains another failure in Scholz’s proof, discussed below. 

 The FAC (at paragraphs 45-47) goes on at length about the damage and harm to 

Scholz’s “famous marks,” etc., as a result of Goudreau’s actions.  This theme is 

picked up in the prayer for relief for multiple damages and attorney’s fees.  

Scholz continued to press his case for actual damages right up until a week before 

the final pretrial conference (D. 214), when he conceded the subject (Tr. [D. 224], 

at 11:1-3 & 25:25-26:5).  But Scholz never came close to proving any harm (let 

alone damage) as a result of anything Goudreau or EATA did, a necessary 

element of his trademark infringement claim against Goudreau.  Bose v. Ejaz, 732 

F.3d 17, 26 (1st Cir. 2013); Unleashed Doggie Day Care v. Petco Animal 

Supplies, Case No. 10-10742-DJC, 2011 WL 6812642, at *12 (D. Mass. Dec. 28, 

2011) (collecting cases and discussing import of “commercially relevant” 

confusion, i.e., confusion resulting in harm). 

 Finally, Scholz failed in the first and most basic order of proof in any counterfeit goods 

or services case: He presented no competent (best) evidence of the actual and allegedly 

counterfeit good (in the case of the recorded music) or service (in the case of the live 

performance) over which he brought suit against Goudreau.  D. 257, at 2.  That defect of proof is 

fatal.  Secalt v. Wuxi, 668 F.3d 677, 687-89 (9th Cir. 2012) (“utter failure of proof” on lack of 

functionality of trade dress warranted fee award under Lanham Act) (abrogated on other grounds 

by SunEarth, 839 F.3d 1179); S Indus. v. Centra, 249 F.3d 625, 627 (7th Cir. 2001) (fees 
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awarded under Lanham Act when plaintiff produced no evidence of sale of allegedly infringing 

product).  See also General Universal Sys. v. Lee, 379 F.3d 131, 147-48, 159 (5th Cir. 2004) 

(affirming on other grounds both district court’s rejection of reverse palming off claim under 

Lanham Act for failure to present evidence of actual copying and its award of fees). 

 It is uncommon, if not unheard-of, to come to trial in a counterfeit goods or services (i.e., 

palming off) case without competent evidence of the respective good or service in issue.  Cf. 

Malletier v. Lincoln Fantasy, No. CIV. 03-2277(JAG), 2006 WL 897966, at *9 (D.P.R. Mar. 31, 

2006) (citing evidence of actual and counterfeit goods seized and itemized in assessing right to 

attorney’s fees under Lanham Act).  Scholz invited this result; he never once identified an 

authentic exhibit for this purpose – for example, bona fide versions of both EATA’s and 

BOSTON’s live or recorded performances.   

 The reason, suggested above, should be obvious.  One of the weakest elements of 

Scholz’s otherwise non-existent counterfeit claim was the lack of any identity in the goods and 

services in issue – by definition, the counterfeit good or service must imitate the authentic good 

or service – and actually seeing and hearing EATA and BOSTON would have made that plain as 

day.  As such, Scholz’s lack of evidence on this fundamental order of proof also gives rise to a 

fee entitlement.  Lee, 379 F.3d at 147-48, 159. 

   2.  Scholz’s Motivation for Bringing and Persisting in These Claims  

   Was Contrary to the Lanham Act’s Essential Goals 

  Scholz made a conscious choice from the very beginning to make his Lanham Act claims 

the fulcrum of his case against Goudreau, relegating his common law claims for breach of 

contract and breach of the implied covenant to secondary and therefore derivative status.  See D. 

1, at 24; D. 43, at 25-26.  But most Lanham Act claims arise primarily, if not exclusively, in 

ongoing unfair competition or its immediate aftermath.  Protection of the consumer is central; as 

discussed above, the dispositive issue in any trademark infringement case is consumer confusion.  

Here, Scholz commenced his case two years after EATA ceased performing and almost six years 

after the first offending advertisement he cited at trial.  See Buck Decl. at ¶ 4 & Ex. A.  He did 

not seek a preliminary injunction. 
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  Given this timing, not to mention the absolute lack of evidence on the subject, the 

prevalence of consumer confusion could not possibly have motivated his bringing these claims.  

By the time Scholz commenced this case in 2013, the goal was not to halt any ongoing trademark 

infringement – EATA had ceased as a recording or performing act in 2011.  Nor was it to seek 

redress for past infringements – Scholz had no actual damages and his trademarks had not been 

harmed.  Moreover, as the evidence adduced at trial made abundantly clear, the parties to this 

dispute, be they Scholz and Goudreau or Scholz and EATA, are not and have never been 

competitors.  This much the jury got to hear, and got exactly right. 

  The jury did not get to hear, however, how Scholz used his EATA-related claims to 

leverage Ernie Boch into a position to “mediate” the parties’ dispute.  See Tarlow Decl. at ¶ 22 & 

Ex. A.  (Research fails to disclose a single case brought in the courts of this Circuit where a 

plaintiff sued an indirect trademark infringer under the Lanham Act without naming the direct 

infringer.)  In other words, Scholz had a motive to continue in the specific claims relating to 

EATA, hoping and expecting that by placing Boch’s conduct in play and making him the central 

witness in his case, the “billionaire rich kid” would pressure Goudreau to cave to Scholz’s 

settlement demands.  Id. at ¶ 27 & Ex. F. 

  By asserting his non-existent Lanham Act claims – with their threat of draconian 

statutory liability (a point Scholz emphasized throughout the case, see, e.g., D. 43, at 27; D. 212, 

at 6-8; D. 238, at 9) – Scholz raised the stakes in his dispute with Goudreau.  These sham claims 

purported to put Goudreau’s entire living at issue.  Scholz employed the pretext of his Lanham 

Act claims to discover every aspect of Goudreau’s livelihood as a performing and recording 

artist, then proposed putting in issue every nickel Goudreau earned in live performance income 

and record royalties during the pertinent time-period as Goudreau’s allegedly illicit “profit” 

derived from his acts of trademark infringement.  D. 142, at ¶ 5 & Ex. A.  Scholz used that claim 

as a scare tactic.  And it worked, as Goudreau testified. 

  The advocacy for these meritless Lanham Act claims continuing through trial also forced 

a tremendous burden upon Goudreau, prolonging the case and requiring far more in effort and 

resources to defend than a simple state court breach of contract case – especially one for nominal 
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damages.  Yankee Candle v. Bridgewater Candle, 140 F. Supp. 2d 111, 126 (D. Mass. 2001) 

(abrogated on other grounds by InvesSys v. McGraw-Hill, 369 F.3d 16 (1st Cir. 2004)) 

(awarding attorney’s fees of $890,300 to prevailing defendant).  A Lanham Act case is 

“exceptional” where, as here, “a rational litigant would pursue [it] only because it would impose 

disproportionate costs on his opponent – in other words only because it was extortionate in 

character if not necessarily in provable intention.”  Nightingale Home Healthcare v. Anodyne 

Therapy, 626 F.3d 958, 965 (7th Cir. 2010). 

    By prolonging his legal action, Scholz hoped and expected that Goudreau would cry 

“uncle” and agree to matters having nothing whatsoever to do with the issues in litigation here.  

Central Mfg. v. Brett, 2005 WL 2445898, at *13 (N.D. Ill. 2005), aff’d, 492 F.3d 876 (7th Cir. 

2007) (fee award appropriate under Lanham Act when litigants “engage in a pattern and practice 

of [harassment] for the purpose of extracting a settlement”).  Predatory objectives give rise to a 

right to fees in defense of such claims.  Wine & Canvass v. Muylle, No. 1:11-CV-01598-TWP, 

2015 WL 5513461, at *2-3 (S.D. Ind. Sept. 15, 2015), reconsideration denied, 2015 WL 

6554641 (S.D. Ind. Oct. 28, 2015). 

  Those objectives included controlling the exercise of Goudreau’s free speech rights in the 

way he talked – even privately – about his participation in the band BOSTON or about his own 

family.  All the while Scholz made other gains in his First Amendment attack on the Boston 

Herald via a misuse of this lawsuit’s discovery process (i.e., through the subpoenas issued and 

served upon that newspaper’s reporters and attorneys).  Louis Vuitton Malletier v. LY USA, 676 

F.3d 83, 102, 111 (2d Cir. 2012) (discovery abuse makes case exceptional for Lanham Act fee 

award purposes).  Scholz brought these frivolous claims just as the press was reporting that a 

state court judge had three weeks earlier dismissed his defamation lawsuit against the Boston 

Herald and its reporters; predictably, this lawsuit immediately displaced the circumstances of 

Delp’s death in the media’s coverage of Scholz. 

  Scholz’s Lanham Act claims against Goudreau provided perfect cover to achieve these 

ulterior aims, while maintaining the jurisdiction of this Court.  In the short term, Scholz intended 

to quiet Goudreau and his family while he continued to wage his losing war on the Herald and its 
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reporters for their negative reporting and engaged in his “corrective” public relations efforts. 

(That war included a Feb. 2016 writ of certiorari to the U.S. Supreme Court, signed by two 

prominent law firms and Harvard Law’s Laurence Tribe.  See http://www.scotusblog.com/case-

files/cases/scholz-v-delp [last visited Dec. 6, 2016].)  In the long term, Scholz hoped that he 

could force Goudreau to agree to change (i.e., “correct”) his version of the band BOSTON’s 

origin story as well as the narrative of Brad Delp’s suicide in a manner suitable to Scholz.   

  As the staging of Scholz’s litigation barrage reflects, Scholz was upset with the public 

reporting on Delp’s suicide and viewed the Delp/Goudreau family – in particular, the 

“psychotic” sisters to whom the two band members were married – as primarily responsible for 

this reporting.  Scholz’s emotion (hostility) was such that he considered anyone perceived to be 

aligned with that family a “sneak” or a “snake.”  See Tarlow Decl. at ¶¶ 25, 26 & Exs. D, E.   

  By emphasizing the Lanham Act claims over his common law claims, with their threat of 

multiple damages, disgorgement of profits, and attorney’s fees, Scholz intended to scare and hurt 

Goudreau.  Miglin Model Makeup v. Jovan, No. 81 C 3233, 1984 WL 63128, at *2–3 (N.D. Ill. 

Dec. 7, 1984) (awarding attorney’s fees to Lanham Act defendant when lawsuit was motivated 

by retaliation, damages claim was specious, and theory of case was vague and never precisely 

articulated).  And, as the testimony revealed, he succeeded in doing so long before his case came 

to trial. 

   3.  Scholz’s Lanham Act Claims against Goudreau were Objectively 

   Unreasonable 

  “The First Circuit has accorded the factor of objective unreasonableness substantial 

weight in the determination of whether to award attorneys’ fees.”  Yankee Candle, 140 F. Supp. 

2d at 115 (citing Lotus v. Borland, 140 F.3d 70, 74 (1st Cir. 1998)).  “To determine objective 

unreasonableness, a court must examine the factual and legal assertions advanced by the non-

prevailing party and determine whether they were reasonable.  An unreasonable claim need not 

be frivolous to be compensable . . . nor does a finding of unreasonableness imply culpability on 

the part of the losing party, as with Fed. R. Civ. P. 11.”  Id. at 115-16 (citing Matthews v. 

Freedman, 157 F.3d 25, 29 (1st Cir. 1988)).  A case need only be “objectively quite weak” to 

merit a fee award.  InvesSys, 369 F.3d at 20-21.  Accord Veracode v. Appthority, 137 F. Supp. 3d 
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17, 101 (D. Mass. 2015) (substantive strength of claim “deeply lopsided” to prevail on fee 

request under Patent Act). 

  Here, as discussed above, the weakness of Scholz’s Lanham Act claims is manifest.  

Scholz presented absolutely no evidence of direct trademark infringement by Goudreau.  D. 113, 

at 6 (“The Court agrees that Scholz has failed to proffer evidence that Goudreau was responsible 

for any of the allegedly infringing advertisements and promotions that are the subject of the 

FAC.”).  At trial, that failure was coupled with the lack of any evidence to support any of the 

required orders of proof for Scholz’s theory of indirect trademark infringement, starting with 

likelihood of confusion and ending with profit disgorgement.  Cf. Ferraris Med. v. Azimuth, No. 

CIV 99-66-M, 2002 WL 1728225, at *2 (D.N.H. July 24, 2002) (awarding fees under Lanham 

Act where party knew but ignored orders of proof). 

  In short, the factual assertions advanced by Scholz on his Lanham Act claims were never 

supported by evidence.  And the legal assertions were hollow because no facts existed to back 

them up.  No reasonable litigant could have expected success on the merits of these claims. 

  As an experienced litigant, working together with his expert team(s) of attorneys, Scholz 

should have known this.  If that experience and expertise did not clue them in to the fruitlessness 

of their endeavor, a federal judge telling them three years ago that they were more likely than not 

to lose on nearly identical claims certainly should have.  Migliaccio, 2013 WL 4482077, at *4. 

  Not only did Scholz and his attorneys fail to dismiss Scholz’s non-existent direct 

infringement claims against Goudreau following the result in the case against Migliaccio (as they 

did in that case), they chose to double down on these doomed claims by amending his complaint 

here to add new and more difficult indirect claims.  D. 30.  Stated another way, Scholz’s 

response to learning that his Lanham Act claims were unlikely to succeed was to add weaker, 

indirect claims (demanding additional orders of proof) and to force Goudreau to litigate both the 

direct and indirect claims.   

  When forced to play the weak hand he dealt himself, Scholz failed to provide the Court 

with any briefing or other guidance on the necessary elements of his ill-conceived Lanham Act 

claims.  This included, crucially, controlling law on the subject of profit disgorgement 
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(especially Fishman Transducers v. Paul, 684 F.3d 187 (1st Cir. 2012)) up to and during trial (D. 

259).  Failure to cite controlling law was endemic to Scholz’s pretrial filings.  See, e.g., D. 214. 

  In a nearly identical situation, the Ninth Circuit affirmed a district court’s decision that a 

fee award under the Lanham Act to defendant was appropriate, even under the less flexible pre-

Octane Fitness standard, when plaintiffs were on notice via a denial of a preliminary injunction 

in a similar case in a different federal district court that there was a “failure of evidence” to 

support their trade dress infringement claim, but persisted in that claim nonetheless.  Secalt, 668 

F.3d at 688-89.  In this case, both the claims and the litigation tactics used by Scholz with full 

knowledge of the weakness of his claims were objectively unreasonable and support a fee award.   

   4.  Scholz’s Vexatious Litigation Needs to Be Deterred and   

   Goudreau Needs to Be Compensated for Defending His Livelihood 

 If Scholz wanted to protect the “Boston” trademark from whatever infringement he 

imagined occurred then he would have sued any one of a number of direct infringers.  Instead, he 

sued Goudreau, a working musician making a modest living, on claims that far outstripped the 

very limited dispute those two parties may have otherwise had over their 1983 Settlement 

Agreement.  Scholz did so because he wanted maximum leverage over Goudreau and his family 

for various personal and professional vendettas which came to a head when Brad Delp died and 

the media portrayed Scholz in a less than favorable light.  His “profit disgorgement” claim was 

downright extortionate. 

 The record is undeniable:  Scholz lashed out against Goudreau and others he held 

responsible for public reporting about the death of Brad Delp in a fit of litigious retribution, 

vexatiously suing people and entities on tenuous theories, all of which ultimately failed.  In this, 

he hoped to rehabilitate his public image.  In the case of Goudreau, his theory – created to drag 

Goudreau into federal court and put the draconian remedies associated with the Lanham Act in 

play – was that Goudreau directly or indirectly infringed upon his “Boston” trademarks by 

allowing others to speak about his past participation with the band BOSTON.  

 The purpose of trademark law is to prevent consumer confusion.  Green, 794 F.3d at 144.  

No one was ever confused by the use of the word “original” and Scholz knew it.  He also knew 

that most people view Goudreau as an original member of the band BOSTON – Boch’s 
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testimony largely confirmed this – and often referred to him as such.  Whether Goudreau was in 

fact an “original” member of BOSTON, an inane debate precipitated by Scholz, Scholz was 

cynically exploiting a dilemma Goudreau faces through no fault of his own. 

 Yet even after a federal judge told him they lacked merit, Scholz unreasonably persisted 

in his Lanham Act claims –– to twist the knife long enough until Goudreau bled.  And he did, for 

three years. 

 While on this motion the Court cannot give Goudreau back his time or the emotional 

well-being he sacrificed by deigning to defend himself and his ability to make a living – now 

shattered – against Scholz’s litigation abuses, it can and should order Scholz to pay for the cost 

and expense incurred by Goudreau to defend himself against these groundless claims. 

 C.  Goudreau’s Fees and Costs Were Necessarily Incurred and Are Reasonable 

 The “lodestar” or “the number of hours reasonably expended on the litigation multiplied 

by a reasonable hourly rate” is the starting point for determining the reasonableness of a fee 

award.  Hensley v. Eckerhart, 461 U.S. 424, 433 (1983).  The Court must “ascertain the number 

of hours productively expended and multiply that time by reasonable hourly rates.”  Spooner v. 

EEN, 644 F.3d 62, 68 (1st Cir. 2011).  

 “Appropriate supporting documentation includes counsel’s contemporaneous time and 

billing records and information establishing the usual and customary rates in the marketplace for 

comparably credentialed counsel.”  Id.  “When . . . the applicant for a fee has carried his burden 

of showing that the claimed rate and number of hours are reasonable, the resulting product is 

presumed to be the reasonable fee.”  Blum v. Stenson, 465 U.S. 886, 897 (1984). 

 Goudreau has submitted declarations of counsel attesting to the reasonableness of the fees 

requested, each supported by summaries derived from contemporaneous time and billing records.  

Given Decl. at ¶¶ 12-15 & Ex. B; Tarlow Decl. at ¶ 11; Baker Decl. ¶ 21 & Exs. A & B.  These 

include the time and expense of prior counsel (see Tarlow Decl. at ¶¶ 16-21), who prevailed in 

substantial part on summary judgment.   
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 As evidenced therein, Goudreau’s counsel billed and Goudreau incurred and paid in part 

the following totals in time and expense in the matter over the past three plus years: 

 Messina Firm:  Total fees and costs of $372,070.92. 

 Tarlow Firm:    Total fees and costs of $93,485.51. 

 Baker Firm:      Total fees and costs of $380,532.00 

 Given Firm:      Total fees and costs of $271,314.75. 

  The time of attorneys and paralegals was reasonably expended, even if forced by 

Scholz’s unreasonableness.  Scholz’s litigation strategy, beginning with his obscure and 

overstated complaints and continuing through the seven-day jury trial, required a herculean effort 

in opposition.  The demands of providing the Court with clarity on these matters, especially in 

light of obscure and misstated fact and law, required significant time and effort.  

  As detailed above, the FAC was replete with misrepresentations and outright falsehoods.  

At summary judgment, Scholz presented his “evidence” in support of his contentions and claims 

in the form of a massive data dump (D. 99-102), requiring a significant effort in reply (D. 105-

107).  And at trial, Scholz failed to provide the Court with any briefing or other guidance on the 

necessary elements of his ill-conceived Lanham Act claims, placing the onus on Goudreau’s 

counsel to explain to the Court what Scholz had to prove to succeed in his own case at trial. 

  Goudreau’s attorneys endeavored to staff the matter as leanly and efficiently as possible 

given the exigencies of the case, allocating discrete responsibilities between the firms and 

professionals involved.  But Scholz’s strategy could not be met with anything less than a 

thorough opposition. 

 Goudreau’s attorneys’ hourly rates are also reasonable. Their rates are in accord with the 

prevailing market rates for Boston attorneys with comparable experience, skill, and reputation. 

Alfonso v. Aufiero, 66 F. Supp. 2d 183, 197 (D. Mass. 1999). See e.g., Rockstar Consortium v. 

Google, Misc. Civ. A. No. 14-91322-FDS, 2015 WL 5972422, at *4, *7 (D. Mass. Oct. 14, 

2015) (awarding fees in patent case at hourly rates of $680 for partner, $408 for associate, and 

$228 for paralegal); Specialized Tech. v. JPS, 28 Mass. L. Rep. 163, 2011 WL 1366584, *10-11, 

*14 (Mass. Super. Ct. Feb. 10, 2011) (awarding fees in trade secrets case in western 
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Massachusetts at Boston firm’s rates of up to $885 per hour for partners, $665 per hour for 

associates, and $105-200 per hour for paralegals), aff'd, 80 Mass. App. Ct. 841 (2011).  

Counsel’s rates are less than the average hourly rates set out in the Adjusted Laffey Matrix, 

available at http://www.laffeymatrix.com/see.html (last visited December 1, 2016) (showing 

rates of $821/hour for those with 20+ years out of law school and $421 for those with 4-7 years). 

 Finally, the time spent in defense of Scholz’s trademark claims represent the majority of 

counsel’s time in this action and, as set out in the accompanying declarations, are inseparable 

from the time incurred to defend Scholz’s totally dependent state law claims.  Nightingale, 626 

F.3d at 966 (when legal work performed in defending against Lanham Act claim could not be 

separated from work in defending other claims, full amount should be awarded).  Scholz led with 

his Lanham Act claims, and only those claims, from Goudreau’s perspective, contained a risk of 

more than nominal damages.   

 Goudreau’s counsel did spend time prosecuting Goudreau’s counterclaims and 

acknowledges that a 25% discount off the foregoing totals is reasonable (for a discounted 

aggregate total of $838,052.39).  See, e.g., Yankee Candle, 140 F. Supp. 2d at 123, 125 (reducing 

fee award by 10% because plaintiff’s tortious interference claim survived; not reducing award at 

all for unsuccessful state law claims which “rested on violations of federal trademark [law]”).  

IV. CONCLUSION 

 Accordingly, for the reasons given above, Goudreau respectfully requests an award of 

fees and costs totaling $838,052.39 or in such other amount as the Court deems reasonable given 

the totality of the circumstances. 

  

Case 1:13-cv-10951-DJC   Document 275   Filed 12/15/16   Page 20 of 22



 

   

21 
 

Dated: December 15, 2016 

Respectfully submitted, 

BARRY GOUDREAU 
By his Attorneys, 

 
/s/ Daniel P. Tarlow   

Daniel P. Tarlow  

Copani, Tarlow & Cranney 

265 Broadway 

Methuen, MA  01844 

Telephone:  978-686-0010 

Fax:  978-688-2890 

BBO #562126 

Email:  dantarlow@ctclegal.com 
 
 

 /s/ Jeffrey S. Baker 

                                              Baker and Associates, P.C. 

                                              Suite 100 

                                                         2 West Hill Place 

                                                                         Boston, MA 02114 

                                                                              Telephone: 617 573 9505 

                                                                        Fax: 617 573 9503 

                                                                        BBO#544929 

                                                                      E-mail: bakerlaw@aol.com 

 

/s/ David M. Given                                           

Phillips, Erlewine, Given & Carlin LLP 

39 Mesa Street, Suite 201  

The Presidio  

San Francisco, CA  94129 

       415-398-0900 

       E-mail:  DMG@phillaw.com 

       PRO HAC VICE COUNSEL 
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I hereby certify that on this 15th day of December 2016, a true and correct copy of this 

document was electronically filed with the Clerk of the Court through the ECF system and will be 

sent electronically to the registered participants as identified on the Notice of Electronic Filing (NEF) 

pursuant to Local Rule 5.2(b). 

 
 

/s/ David M. Given   

David M. Given 
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